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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1, 2, 5-7, 9-13, 23-25, 27-31, 33-35, 37, 38, 40, and 41 are rejected under 35 
U.S.C. 102(b) as being anticipated by US patent 5,667,023 to Harrell et al. 

Regarding claims 1, 2, 5-7, 1 1, 12, 23-25, 29, 30, 33-35, 37-38, and 41, Harrell et al 
disclose a method of completing a wellbore while drilling, and associated apparatus, comprising 
the steps of: disposing a drill bit 54 on an end of a drill string, the drill string being composed of 
string 20 that is connected to rotor/stator assembly 60 that is connected to drive shaft 90, which 
is ultimately attached to the bit 54; positioning a completion assembly 30, including a sand 
control screen and a gravel packing apparatus, around a section of the drill string, the section of 
drill string being at least the rotor/stator 60; establishing a fluid seal 92 and a rotatable coupling 
between the completion assembly and the drill string to prevent fluid migration and torque 
transfer therebetween; extending the wellbore by rotating the drill bit with the assembly 60 and 
advancing the drill string from the surface beyond the end of a casing 50 in the wellbore without 
rotating the completion assembly; ceasing the advancement of the drill string when the 
completion assembly has reached a desired depth; supportably coupling the completion assembly 
to the casing with a suspension tool 82; disconnecting the drill string from the drill bit; retrieving 
the drill string to the surface leaving the completion assembly and the drill bit downhole; and 
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gravel packing the wellbore around the sand control screen and the gravel packing apparatus (see 
Fig. 6 and col. 10, lines 8-52). 

Regarding claims 9, 10, 27, 28, and 40, a downhole motor 60 rotates the drill bit (see Fig. 
6), while, during steering operations, the drill bit can be rotated by string 20 (see, for example, 
col. 9, lines 21-23). 

Regarding claims 13 and 31, a production tubing is installed relative to the completion 
assembly (see, for example, col. 10, lines 4-7). 

Allowable Subject Matter 

3. Claims 8, 26, and 39 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

4. , Applicant's arguments, see page 19, filed March 1, 2006, with respect to claims 8, 26, 
and 39 have been fully considered and are persuasive. The 35 USC 102(b) rejection of those 
claims has been withdrawn. 

5. Applicant's arguments filed March 1 , 2006, pertaining to the remaining claims not 
mentioned immediately above, have been fully considered but they are not persuasive. It is 
argued that the completion assembly is not disposed around a section of the drill string. 
However, the components 20, 60, and 90 are taken together as a whole and make up a drill string 
extending from the surface to the bit because a drill string is known to be used to rotate a drill 
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bit, which this assembly does. Even barring taking these components as a whole to make a 
string, a top portion 78 of the completion assembly in Figure 6 is clearly disposed around a 
section of the drill string 20, albeit a very small section. This string is also clearly advanced 
from the surface because there would be no other way of getting the string and the bit into the 
hole. Finally, the drill string components 20, 60, and 90 are removed from the wellbore leaving 
only the completion assembly 30 and the bit 54 (see, for example, Fig. 7B and col. 10, lines 46- 
48). 

It must also be noted that the limitation "from the surface" added to the independent 
claims suggests that only the drill string is advanced from the surface. If it was the Applicant's 
intent to state that both the rotation of the drill bit and the advancement of the drill string is from 
the surface, then further amendment would be required to positively convey this concept. 
However, this would lead to indefiniteness problems with dependent claims 9, 27, and 40 that 
provide the limitation of rotating the drill bit by a downhole motor. The drawings and 
specification do support rotating the bit from both the surface and with a motor, but the current 
wording of claims 9, 27, and 40 would appear to preclude rotation from the surface and with the 
downhole motor. A possible solution would be to simply add -additionally- after the word 
"comprises" and before the word "rotating" in each claim. 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 571-272-7026. The 
examiner can normally be reached on Monday - Thursday from 6:30am to 4:00pm. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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